4

Cannabis

NORTHERN NEVADA L AWJournal

Trademarking pot in Nevada
By Matt Francis and Michael Rounds — Brownstein Hyatt Farber Schreck, LLP

U

ntil Nevada recently
legalized recreational
marijuana, the different
types of marijuana strains
and products may have seemed
inconsequential to many Nevadans
— an illegal, niche market, to say the
least. Not so today, as legal marijuana
and related products fly off the shelves
in Nevada and in other states that
have legalized marijuana for medicinal
or recreational purposes. Want pot
from Snoop Dog? “Leafs by Snoop.”
Whoopi Goldberg? “Whoopi & Maya.”
Damian Marley? “Stony Hill.”The influx
of celebrities adding their brands and
names to the marijuana business
should put everyone on notice that the
recreational and medicinal marijuana
marketplace is already big business
that is only poised to grow.
The marijuana strains and
products themselves already have a
host of interesting trademarks, many
unregistered, but nevertheless entitled
to protection in at least the states
where marijuana is legal. For example,
strains known as “L.A. Confidential”
and “Skywalker OG” are popular, as are
digestible products such as “Smack
Bar,”“Cannabis Quencher” and “Day
Dreamer.” All of these names operate
as any other trademark for goods:
They identify the source and quality
for the given strain or product offered.
Yet, a problem arises with the federal
protection (or lack thereof) of these
trademarks because of the discrepancy
between federal and state cannabis
laws.
Under federal law, cannabis is a
Schedule I drug that has no medical
use. The Controlled Substances Act
(“CSA”), prohibits, among other things,
manufacturing, distributing, dispensing,
or possessing certain controlled
substances, including marijuana and
marijuana-based preparations. 21 U.S.C.
§§812, 841(a)(1), 844(a); see also 21
U.S.C. §802(16) (defining “[marijuana]”).
The CSA also makes it unlawful to
sell, offer for sale, or use any facility of

interstate commerce to transport drug
paraphernalia, i.e., “any equipment,
product, or material of any kind which
is primarily intended or designed for
use in manufacturing, compounding,
converting, concealing, producing,
processing, preparing, injecting,
ingesting, inhaling, or otherwise
introducing into the human body a
controlled substance, possession of
which is unlawful under [the CSA].” 21
U.S.C. §863. Simply stated, marijuana
ingestion and sale is a federal crime.

Despite being illegal at the federal
level, many states such as Nevada have
recently legalized the sale and use of
marijuana in some form. Twenty-nine
states and the District of Columbia
have decriminalized the use of medical
marijuana, and within those 29 states,
eight states have legalized the use of
recreational marijuana. The tension
between the criminality of marijuana
at the federal level and its legality at
the state level invokes a number of
interesting legal issues, not the least
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“Despite being
illegal at the
federal level,
many states
such as Nevada
have recently
legalized the
sale and use
of marijuana in
some form.”

of which is trademark protection for
marijuana strains and products.
Due to the vast differences
between federal and state law, most
of those involved in the marijuana
industry are unable to obtain a
federal trademark registration for their
cannabis-related strains and products.
Federal trademark protection does not
extend to activity that is illegal under
federal law. So, as the law currently
stands, the growers, suppliers and
retailers that are making a name in the
marijuana industry may only resort to
registering trademarks for marijuanabased products at the state level.
There are a number of differences
between federal and state trademark
law. For example, a federal registration
creates rights of national scope
and the potential for nationwide
injunctions from a federal court
for infringing use. Additionally, the
owner of a federal registration can
have U.S. customs service block the
importation of infringing goods. And,
only a federal registrant can use the
“®”in conjunction with its trademark
to signify its federal registration, and
perhaps deter potential infringers.
Despite these differences, however,
state registrations have teeth too. Here
in Nevada, for example, an owner
of a Nevada registration who is the
prevailing party in trademark litigation
can obtain a statewide injunction,
treble damages and attorney’s fees as
remedies for infringement. While these
remedies are more limited in scope
than those available under the federal
Lanham Act that governs trademarks,
these remedies can be valuable to
trademark owners.
At the Nevada Secretary of State’s
offices, trademark owners are now

5
regularly filing marijuana-related
trademark applications. For example,
the trademarks “KYND” and “MYNT” are
now registered in Nevada for medical
marijuana and other registrations exist
as well. While marijuana remains illegal
on the federal level, it is clear that
the marijuana industry will continue
to secure state trademarks for their
strains, products and associated items.
What does the future hold for
federal trademark protection for
marijuana goods and products?
During the Obama administration,
President Obama did not endorse strict
enforcement of the federal cannabis
ban, stating in an exit interview with
Rolling Stone that he “do[es] believe
that treating [marijuana use] as a
public-health issue, the same way we
do with cigarettes or alcohol, is the
much smarter way to deal with it.”The
attorney general of the United States,
Jeff Sessions, however, stated at a
Senate drug hearing that “good people
don’t smoke marijuana,” and marijuana
“is not the kind of thing that ought to
be legalized.”
In the short term, then, it is not
looking good for federal trademark
protection. But Nevadans can register
and then enforce their marijuanabased trademarks in Nevada district
courts, which is a good thing for a
marijuana industry that continues
to make its mark as big business in
Nevada. ●
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